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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1. A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
10/14/2006 has been entered. 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 1 03(a). 
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4. Claims 1-8 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Swab et al. (US 6,929,365) in view of Jesiek (US 6,010,216) and Rydbeck (US 
5,590,417). 

Regarding claim 1 , Swab et al. (figures 1 , 2a, and 3) disclose a pair of 
eyeglasses, comprising a frame having a pair of arms and a pair of lense holders 
(figures 1 and 2a), one or both of the arms having an internal area; wireless 
communication circuitry (figure 3) provided within the internal area of one or both of the 
arms; at least one speaker (56) coupled to the wireless communication circuitry, at least 
a portion of the speaker being provided within the internal area of at least one of the two 
arms; at least one microphone (54) coupled to the wireless communication circuitry, 
wherein at least a portion of the at least one microphone being embedded in the frame; 
at least one battery (52) for powering at least the wireless communication circuitry, 
wherein the at least one battery is provided within the internal area of at least one of the 
arms, wherein the at least one battery is provided internal to a first of the arms (column 
4, lines 5-18; column 4, line 66- column 5, line 43; and column 5, line 66 - column 6, 
line 16). Swab et al. do not specifically disclose the pair of eyeglasses comprising a 
balancing weight provided internal to the internal area of at least one of the arms, and 
wherein the balancing weight is provided internal to a second of the arms so that the 
two arms are of substantially the same weight, and wherein the at least one battery is 
rechargeable. However, Swab et al. do disclose balancing weight for the eyeglasses 
frame (column 5, line 36-41) by putting battery on one arm and the other circuitry on the 
other arm. Therefore, it would have been obvious to put an additional balancing weight 
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to one or the other arm when necessary for the same purpose of balancing the weight 
of the eyeglasses to provide comfort the user. And Jesiek discloses a hands free two- 
way radio communications in the eyeglasses with rechargeable batteries (column 1, 
lines 46-61 ; and figures 1 and 2). Therefore, it would have been obvious for one having 
ordinary skill in the art at the time the invention was made to adapt the rechargeable 
batteries of Jesiek to the eyeglasses of Swab et al. in order to save cost by reusing the 
rechargeable batteries. 

Regarding claims 2-7, Swab et al. disclose at least one speaker coupled to the 
arm of the eyeglasses (figure 8) (column 7, lines 1 1-23); and if not inherent it would be 
obvious for the at least one speaker of Swab et al. to be arranged as in claims in order 
to be in the arm of the eyeglasses and provide communication function to the user. 

Regarding claim 8, since the eyeglasses of Swab et al. and Jesiek comprising 
the rechargeable batteries, it would be obvious for the eyeglasses of Swab et al. and 
Jesiek to include a power adapter connector in order to charge the rechargeable 
batteries without removing the batteries from the eyeglasses. 

5. Claims 9, 11, 12, 15, 17 and 18 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Swab et al. in view of Jesiek and further in view of Horiguchi (US 
7,031667). 

Regarding claims 9, 1 1 , and 12, Swab et al. and Jesiek do not specifically 
disclose the eyeglasses further comprise at least one light source operation indicator for 
indicating the operating and that the wireless communication circuitry is in use. 
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However, Horiguchi disclose a portable telephone (figure 2) comprising at least one light 
source operation indicator for indicating the operating and that the wireless 
communication circuitry is in use (see abstract; column 3, lines 28-45; and column 5, 
lines 1 6-58). Therefore it would have been obvious to adapt the at least one light source 
operation indicator of Horiguchi to the eyeglasses of Swab et al. and Jesiek in order to 
provide visual indication of the operating state of the communication circuitry of the 
eyeglasses to the user. 

Regarding claim 15, Swab et al. (figures 1 , 2a, and 3) disclose a pair of 
eyeglasses, comprising: a frame having a pair of arms and a pair of lense holders 
(figures 1 and 2a), one or both of the arms having an internal area; wireless 
communication circuitry (figure 3) provided within the internal iarea of one or both of the 
arms; at least one speaker (56) coupled to the wireless communication circuitry; at least 
one microphone(54) coupled to the wireless communication circuitry; at least one 
battery (52) for powering at least the wireless communication circuitry, wherein the at 
least one battery is provided within the internal area of at least one of the arms (column 
4, lines 5-1 8; column 4, line 66- column 5, line 43; and column 5, line 66 - column 6, 
line 16). Swab et al. do not specifically disclose the pair of eyeglasses comprising at 
least one operation indicator configured to indicate an operation of the wireless 
communication circuitry, and wherein the at least one battery is rechargeable. However, 
Jesiek discloses a hands free two-way radio communications in the eyeglasses with 
rechargeable batteries (column 1, lines 46-61; and figures 1 and 2). Therefore, it would 
have been obvious for one having ordinary skill in the art at the time the invention was 
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made to adapt the rechargeable batteries of Jesiek to the eyeglasses of Swab et al. in 
order to save cost by reusing the rechargeable batteries. Swab et al. and Jesiek do not 
disclose at least one operation indicator for indicating an operation of the wireless 
communication circuitry and wherein the at least one operation indicator is at least 
partially internal to the frame. However, Horiguchi disclose a wireless communication 
device (figure 2, portable telephone) comprising at least one operation indicator (light 
source) for indicating the operating and that the wireless communication circuitry is in 
use (see abstract; column 3, lines 28-45; and column 5, lines 16-58). Therefore it would 
have been obvious to adapt the at least one light source operation indicator of Horiguchi 
to the internal frame of the eyeglasses of Swab et al. and Jesiek to provide a visual 
indication of the operating state of the communication circuitry of the eyeglasses to the 
user. 

Regarding claims 17-18, Horiguchi discloses the at least operation indicator is a 
light source to provide the operation state and that the wireless communication circuitry 
is in use (see abstract; column 3, lines 28-45; and column 5, lines 16-58). 

6. Claims 13 and 14 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Swab et al. in view of Jesiek and further in view of Spitzer (US 6,091 ,546). 

Regarding claims 13 and 14, Swab et al. and Jesiek do not specifically disclose 
the eyeglasses further comprising a position sensor provided within the internal area of 
at least one of the arms. However, Splitzer discloses an eyeglasses interface system 
comprising a position sensor provided within the internal area of at least one of the arms 
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(column 1 1 , lines 1 1-23). Therefore, it would have been obvious to adapt the position 
sensor of Splitzer to the eyeglasses of Swab et al. and Jesiek in order to provide the 
location information to the user. 

7. Claims 19 and 20 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Swab et al. in view of Jesiek and and Horiguchi and further in view of Spitzer. 

Regarding claims 19 and 20, Swab et al., Jesiek, and Horiguchi do not 
specifically disclose the eyeglasses further comprising a position sensor provided within 
the internal area of at least one of the arms. However, Splitzer discloses an eyeglasses 
interface system comprising a position sensor provided within the internal area of at 
least one of the arms (column 11 , lines 1 1-23). Therefore, it would have been obvious to 
adapt the position sensor of Splitzer to the eyeglasses of Swab et al., Jesiek, and 
Horiguchi in order to provide the location information to the user. 

Response to Arguments 

8. Applicant's arguments filed 10/14/2006 have been fully considered but they are 
not persuasive. 

Regarding claim 1 , Applicant argues that Swab et al. and Jesiek fail to teach a 
"balancing weight provided within the internal area of at least one of said arms" and 
"wherein said at least one battery is provided internal to a first of said arms, wherein 
said balancing weight is provided internal to a second of said arm so that the two arms 
are of substantially the same weight". The examiner, however, does not agree with the 
Applicant. Applicant's attention is directed to Swab et al. (column 5, line 36-41 ) which 
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discloses balancing weight for the eyeglasses frame by putting battery on one arm and 
the other circuitry on the other arm. The teaching of balancing the weight of Swab et al. 
on the eyeglasses would lead one of ordinary skilled in the art to put an additional 
balancing weight to one or the other arm when necessary to the eyeglasses of Swab et 
al. for the same purpose of balancing the weight of the eyeglasses to provide comfort 
for the user. 

Further, Applicant argues that Swab et al. fail to disclose "at least one speaker 
coupled to said wireless communication circuitry, at least a portion of said speaker 
being provided within the internal area of at least one of said two arms". Applicant's 
attention is directed to Swab et al. (column 5, line 66 -column 6, line 5; and figure 3) 
which disclose at least one speaker (56) coupled to said wireless communication 
circuitry (18), at least a portion of said speaker being provided within the intemal area of 
at least one of said two arms (since the speaker is molded into one of the temples of the 
eyeglasses). 

Regarding claim 15, Applicant argues that Swab et al. in view of Jesiek and 
Horiguchi fail to disclose "at least one operation indicator configured to indicate an 
operation of the wireless communication circuitry". The examiner, however, does not 
agree with the Applicant. Applicant's attention is directed to Horiguchi (see abstract; 
column 3, lines 28-45; and column 5, line 16-58) which discloses an operation indicator 
(lamp 1 ) illuminates when the portable phone is functioning in a noncommunicative 
mode and not illuminate when the portable phone is functioning in a communicating 
mode. 
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Further more, in response to applicant's argument that there is no suggestion to 
combine the references, the examiner recognizes that obviousness can only be 
established by combining or modifying the teachings of the prior art to produce the 
claimed invention where there is some teaching, suggestion, or motivation to do so 
found either in the references themselves or in the knowledge generally available to one 
of ordinary skill in the art. See In re Fine, 837 F.2d 1071 , 5 USPQ2d 1 596 (Fed. Cir. 
1988)and In re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, 
one of ordinary skill in the art would be motivated to adapt only the mode indicating 
lamp of Horguchi to the eyeglasses of Swab and Jesiek for indicating whether the 
wireless communication circuitry is in used or not. And it also would be obvious for the 
indicator to be partially internal to the frame of the eyeglasses in order for the user to 
see. 

Conclusion 

9. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Shurman et al. (US 6,091,832) disclose wearable personal audio loop apparatus. 

10. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Quochien B. Vuong whose telephone number is (571) 
272-7902. The examiner can normally be reached on M-F 9:30-18:00. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Edward Urban can be reached on (571) 272-7899. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Quochien B. Vuong 
Feb. 04, 2007. 




